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University of Southern California
V.
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Bef ore Hai rston, Rogers, and Drost,
Adm ni strative Trademark Judges.

By the Board:

The University of South Carolina (applicant) has applied
to register a stylized version of the interlocking letters SC,
as illustrated below.! Registration is sought in International
Class 25 for goods identified as “clothing; nanely, hats,

baseball uniforms, t-shirts and shorts.”

The University of Southern California (opposer) has
opposed i ssuance of a registration to applicant on the dual

grounds of dilution and likelihood of confusion and priority.

! Application Serial No. 75358031, filed on Septenber 16, 1987 under
Section 1(a) of the Trademark Act, published for opposition on May
18, 1999.
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See 15 U. S.C. 88 1052(d) and 1125(c). 1In the notice of

opposi tion, opposer relies on ownership of Registration No.
1844953 for the mark SC (in typed form i.e., devoid of any
formof stylization). Opposer’s SC typed mark is registered in
four classes, including International Cass 25 for goods
identified as “sweatshirts and T-shirts, all goods being
offered and sold at university-controlled outlets.” The

regi stration issued July 12, 1994.

Qpposer also relies on conmmon law rights in an “SC’ narKk.

I n paragraph 2 of the notice of opposition, opposer generally
al l eges use of an “SC’ mark in connection with “conpetitive
sporting events and educational services dating back to the

| ate 1800s” and use of the “SC’ mark “as a secondary source for
[ o] pposer’ s fanous educational and athletic services.” See

al so paragraph 4 of the notice of opposition. However, opposer
does not expressly claimcomon |law rights in, or registration
of, any interlocking representation of an SC mark.

Applicant tinely filed an answer and counterclaim denying
all salient allegations and asserting common |aw priority in
its SC mark and asserting a counterclaimagai nst opposer’s
pl eaded registration. Shortly thereafter, applicant filed an
anended counterclaim The Board accepted the anended
counterclaimas a matter of course, inasmuch as it was filed
prior to any answer to the original counterclaim Qpposer

filed a notion to dismss the counterclai mand the counterclaim
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was dismssed inits entirety by decision of the Board, issued
July 31, 2003.

On Septenber 5, 2003, opposer filed a consented notion to
suspend di scovery through and until Cctober 15, 2003 to permt
the parties an opportunity to engage in settlenent
negoti ati ons. Qpposer states in its notion to suspend that,
“should the parties not settle this matter by the end of
Sept enber, [opposer] expects [to] draft and file a notion for
summary judgnent by Cctober 15, 2003 . . . .” Additionally,
opposer asserts that “the parties have agreed that it would be
counter-productive to expend tinme and resources on discovery
when the matter may be resol ved by settl enent and/or sumrary
j udgnent 2

Once it becane apparent to the parties, sonetine after
Sept enber 2003, that settlenent was not |ikely, each party
refocused its efforts on further litigation of this dispute:
opposer, on Cctober 15, 2003, noved for summary judgnent and
applicant, on Cctober 16, 2003, noved to conpel witten
di scovery responses from opposer. Each of these notions are
fully briefed.

First, we shall consider the summary judgnent notion.

2 The Board i nadvertently overlooked this nmotion in its February 4,
2004 suspension order. The oversight is regretted. Nevertheless,
we now grant opposer’s Septenber 5, 2003 notion to suspend in
accordance with the parties’ agreenent.
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OPPCSER S MOTI ON FOR SUMVARY  JUDGVENT

Opposer has noved for summary judgnent on its claim of
priority and likelihood of confusion under Section 2(d) of the
Trademark Act. In its notion, opposer relies on Registration
No. 1844953 for the mark SC in typed form and on Registration
No. 26831373 which covers an interlocking representation of the
letters S and C, identified as the “SC Interl ock” mark.

Addi tionally, opposer relies on common |aw rights in these
mar ks, as well as conmmon law rights in another interl ocking-
style SC mark, identified as opposer’s “Baseball Interlock”
mark. See, e.g., Declaration of Elizabeth A Kennedy at
paragraphs 5 and 15 through 18, and related exhibits.

It is well settled that the Board will consider a notion
for summary judgnent appropriate only insofar as it is based on

claims pleaded in the notice of opposition.* See Fed. R Civ.

%1t is noted that the “SC Interlock” mark registered under
Reg|strat|on No. 2683137 after the commencenent of this proceeding,
i.e., after the filing of the notice of opposition herein. However,
because opposer has neither pleaded this registration nor subnitted
a proper status and title copy thereof, the ‘137 regi stration has
not been considered in rendering our decision on summary judgnent
herein. Additionally, we note that the Declaration of Ms. Kennedy,
submtted with opposer’s summary judgnent notion, does not include
specific statements of current title and status of the ‘137

regi stration.

“Inits reply brief, opposer states that: “[opposer] pled its SC
word-mark registration because that registration was in typed form
and therefore contained all possible stylized forms of the SC mark.
G ven the broad reach of the typed-formof the SC mark, it was
unnecessary to burden this Board with an exhaustlve pl eadi ng of al
of the different forns of the mark used

4
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P. 56(a) and (b); see also TBWMP §8528.07(a)(2d. Edition, June
2003) and cases cited therein. As we conpare opposer’s notion
to the allegations in the notice of opposition, discussed
supra, we note a discrepancy between the registrations upon
whi ch opposer relies herein. Under the circunstances, we shall
consi der whether sunmary judgnent is appropriate on opposer’s
clains of priority and |ikelihood of confusion, based on:

(1) opposer’s common law rights in its SC typed mark, its
“Basebal | Interlock” mark, and its “SC Interlock” mark® and
(2) opposer’s pleaded registration for the SC typed nark,

Regi stration No. 1844953.

Cenerally, sunmary judgnent is appropriate in cases where
the noving party establishes that there are no genui ne issues
of material fact which require resolution at trial and that it
is entitled to judgnent as a matter of law Fed. R Gv. P.
56(c). The nonnoving party nust be given the benefit of al
reasonabl e doubt as to whether genuine issues of nmaterial fact
exist, and the evidentiary record on summary judgnent, and al
inferences to be drawn fromthe undi sputed facts, nust be
viewed in the light nost favorable to the nonnoving party. See

OQpryland USA, Inc. v. Geat Anerican Miusic Show, Inc., 970 F.2d

> Al'though the notice of opposition does not expressly allege
reliance on opposer’s interlocking representations of the letters S
and C, for purposes of summary judgnent, we are construing
paragraphs 2 and 4 of the notice of opposition to enconpass
opposer’s claimof common law rights in the “Baseball Interlock” and
“SC Interl ock” marks.
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847, 23 USPRd 1471 (Fed. Cir. 1992); A de Tyne Foods Inc. v.
Roundy’s Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992).

Qpposer, as the party noving for summary judgnent, nust
show, prima facie, the absence of any genuine issues of materi al
fact as to likelihood of confusion and priority.® Then, if
opposer does so, it is incunbent on applicant, as the non-novant,
to show that there is a genuine issue as to |ikelihood of
confusion or priority in this proceedi ng.

Based on the record now before us and for the reasons
di scussed bel ow, we conclude that sunmary judgnent is
i nappropriate in this case.

Upon consi derati on of opposer’s alleged conmon |aw rights
and evi dence thereof, we find, at a m ninum genuine issues of
material fact exist as to: (1) the scope of protection to be
accorded to opposer based on its common law rights in SC marks;
(2) the simlarities between the parties’ respective marks and

specifically, the comercial inpressions of the parties’

® Likelihood of confusion under Section 2(d) of the Trademark Act

cannot be recogni zed where one clai m ng confusion does not have a right
superior to the adverse party. |In this case, as in all opposition
proceedi ngs founded on 82(d), opposer must prove it has superior
proprietary rights in its pleaded registered mark or in its pl eaded
common | aw SC narks; opposer nust also establish that there are no
genui ne issues of material fact regarding the existence of a |ikelihood
of confusion between the parties’ nmarks.
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respective interlocking SC marks: and (3) priority’ of the
parties’ actual stylizations of their respective marks.

Turning to opposer’s pleaded registration of the SC typed
mar k, opposer’s proof that such registration is valid and owned
by opposer renoves priority as an issue in regard to the goods
covered by that registration. See King Candy Co. v. Eunice
King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (C. C. P. A
1974). Nevertheless, there remain several genuine issues of
material fact for trial as to the Section 2(d) clai mbased on the
registration. At a mnimum we find genuine issues of materi al
fact as to: (1) the scope of protection to be accorded to
opposer’s registered SC typed mark; (2) whether an interl ocking
representation of the letters S and C may be considered a

reasonabl e form of display of opposer’s SC typed mark;® (3) the

" Absent an anendnent by opposer to its notice of opposition to rely
onits registration of the SC Interlock mark, applicant’s claim of
priority vis a vis opposer’s claimof common law rights in
interlocking style marks is not an inpernissible collateral attack.
However, if opposer later anmends its pleading to rely on

Regi strati on No. 2683137, applicant may not raise the issue of
priority with respect to the interlocking style mark in that
registration unless, and until, applicant files a proper
counterclaim See Fed. R Gv. P. 15(a) and Trademark Rule
2.106(b)(2)(i). See also TBWP 88 311.02(B) at fn. 211, 313.04 and
314 (2d. Edition, June 2003).

8 See Jockey International, Inc. v. Mallory & Church Corp., 25 USPQd
1233, 1235-36 (TTAB 1992). |In this proceeding, the record includes
evi dence of sone use by opposer of an interlocking representation of
the letters S and C on cl ot hing, although opposer’s pl eadi ngs do not
expressly allege such use. W need not resolve the issue of whether
opposer’s asserted registration of the typed SC mark may be reasonably
construed to cover an interlocking representation of the letters S and
C. In deciding a notion for sunmary judgnent, the Board may not
resolve an issue of fact; it may only deternine whether a genui ne issue
of material fact exists. See Meyers v. Brooks Shoe Inc., 912 F.2d
1459, 16 USPQ2d 1055 (Fed. Cir. 1990).

7
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commerci al inpression of opposer’s SC typed mark and applicant’s
stylized SC mark; and (4) the significance of opposer’s
restriction in channels of trade, as stated in the identification
of goods for opposer’s pleaded registration.

These issues are sufficient to preclude entry of sumrary
judgment in favor of opposer.

Accordi ngly, opposer’s notion for sunmary judgnment is

deni ed.

APPLI CANT” S MOTI ON TO COWVPEL

We turn next to applicant’s notion to conpel opposer’s
responses to applicant’s witten discovery requests.

To the extent that applicant, by its notion, seeks to
conpel discovery pursuant to Tradenmark Rule 2.120(e), the
notion is denied for the foll ow ng reasons.

We find applicant’s notion to be both premature and
untinmely. Insofar as it bears certificates of service and
mai | i ng on Cctober 14, 2003, the notion was filed during the
termof the parties’ agreed suspension of discovery activities
whi ch, as discussed supra, has been approved by the Board.
Even if we were to evaluate the tineliness of applicant’s
notion by its Cctober 16, 2003 PTO nail room date stanp, we
woul d still find applicant’s notion to be untinely. Discovery
activities were effectively suspended until Cctober 15, 2003 by
virtue of the parties’ Septenber 5, 2003 schedul ing agreenent

and were effectively tolled on Cctober 15, 2003 upon the filing
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of opposer’s summary judgment notion.® Cf. Trademark Rul e
2.127(d) and TBMP 8528.03 (2d. Edition, June 2003) and cases
cited therein.

Additionally, applicant failed to conply with the
requirenents of Fed. R Cv. P. 26(g) and Trademark Rul e
2.120(e) (1) to make a good faith effort to resolve the parties’
di scovery dispute without the Board' s intervention.® The
record shows no evidence or witten statenment pertaining to any
good faith efforts by applicant to resolve the parties’

di scovery dispute without the Board s intervention.

Accordi ngly, based on the record before us, we find that
applicant has not denonstrated that it has engaged in
sufficient good faith efforts as required by the rules
governi ng Board procedure. See Fed. R Cv. P. 26(g) and
Trademark Rule 2.120(e)(1). See also TBMP § 523.02, fn. 284
(2d. Edition, June 2003) and cases cited therein.

Additionally, applicant’s notion does not include signed
copies of the interrogatory requests and requests for
production of docunents served on opposer, as required by

applicable Board rules.' See Trademark Rule 2.120(e)(1); see

® See discussion supra at page 3.

0 A party seeking discovery has a duty to make a good faith effort
to determne why no response has been made before coning to the
Board with a notion to conpel. See, e.g., MacM Il an Bl oedel Ltd. v.
Arrow M Corp., 203 USPQ 952, 953 (TTAB 1979). See also TBWP 8523. 02
(2d. Edition, June 2003).

1 Applicant also failed to include signed proof of service of its
written discovery reguests on opposer.
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also 37 CF.R 8§ 1.4(d)(1) and TBMP § 106 (2d. Edition, June
2003) .

To the extent that applicant’s notion is intended to serve
as a notion for discovery under Fed. R Cv. P. 56(f), the
notion is denied. Applicant’s notion fails to include the
required affidavit under Rule 56(f). Furthernore, we find no
need for discovery under Rule 56(f) in this instance given the
fact that applicant already has filed a conpl ete responsive
brief on opposer’s summary judgnent notion, with evidence, and
because we are, by this decision, ruling in applicant’s favor
on the summary judgnment issue. See also TBMP § 528.06 (2d.
Edition, June 2003). There is sinply no reason for applicant
to include any additional evidence to “enhance” its opposition

to opposer’s summary judgnment notion.

PROCEEDI NGS RESUMED; DI SCOVERY AND TRI AL DATES RESET
Proceedi ngs are resuned. The close of discovery and tri al

dates are reset as indicated bel ow *?
DISCOVERY PERIOD TO CLOSE: September 1, 2004

30-day testimony period for party in the position of November 30, 2004
plaintiff to close:

30-day testimony period for party in the position of the January 29, 2005
defendant to close:

15-day rebuttal period for party in the position of the March 15, 2005
plaintiff to close:

2 1f the parties seek to extend the schedule in this case, any future
consented notion to extend should set forth all dates in the fornmat
shown in this order. See Trademark Rule 2.121(d).

10
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The parties are each allowed thirty days fromthe mailing
date hereof to serve their respective responses to any
out st andi ng di scovery requests duly served by their adversary.

I N EACH | NSTANCE, a copy of the transcript of testinony,
together wth copies of docunentary exhibits, nust be served on
the adverse party within thirty days after conpletion of the
taking of testinony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing will be set only upon

request filed as provided by Trademark Rule 2.129.

*x * % % *x * * * % *x *

Noti ce Regarding TTAB El ectroni ¢ Resources and New Rul es

« TTAB fornms for electronic filing of extensions of tinme to oppose,
notices of opposition, and inter partes filings are now avail abl e
at http://estta.uspto.gov. Images of TTAB proceeding files can be
vi ewed using TTABVue at http://ttabvue. uspto. gov.

e Parties should al so be aware of changes in the rules affecting
trademark matters, including rules of practice before the TTAB.
See Rules of Practice for Tradenark-Rel ated Filings Under the
Madrid Protocol I|nplenentation Act, 68 Fed. R 55,748 (Septenber
26, 2003) (effective November 2, 2003) Reorgani zation of
Correspondence and Ot her Provisions, 68 Fed. Reg. 48,286 (August
13, 2003) (effective Septenmber 12, 2003). Notices concerning the
rul es changes are avail abl e at www. uspt 0. gov.

e The second edition of the Trademark Trial and Appeal Board Manual
of Procedure (TBMP) has been posted on the USPTO web site at
www. uspt o. gov/ web/ of fi ces/dcom ttab/tbnp/.
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